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DETAILED ACTION 
Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) because 
reference character "303" has been used to designate both the print type and background box of 
Fig. 3. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 10 - 15 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The computer program claimed is merely a set of 
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instructions per se. Since the computer program is merely a set of instructions not embodied on a 
computer readable medium to realize the computer program functionality, the claimed subject 
matter is non-statutory. See MPEP § 2106 IV.B.l. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

4. Claims 1, 2, 6, 7, and 16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Gunning et al. (US 6094548) hereafter as Gunning. 

Regarding claim 1 , Gunning teaches a print control apparatus (Fig. 1) for processing a 
printing request from an application (28 as controlled by 16 and 24, Fig. 2) and forming 
print data which can be printed by a printer (page is scanned in to form print data for 
subsequent printing; printer 12), comprising: 

paper size setting means (Fig. 4 shows the graphical user interface that selects paper 
sizes and sends instructions to the copy processor 16 [see Fig. 2], wherein the processor acts as 
paper size setting means to actually control the operation of the copier using the selections of the 
user) for setting an input paper size of a document which is inputted from the application 
(the user application controls the GUI; paper size is the input page size) and an output paper 
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size of print data which is printed by said printer (Fig. 4 shows paper tray setting including 
the output size [see LTR, A4, and it is implied that other sizes could be loaded as well]); and 

forming means for forming the print data on the basis of the input paper size and 
the output paper size (a copied sheet is formed by scanning 14 the document [referring to input 
size], transforming the data, and printing the data with engine 22 with paper size selected by 
paper tray selection [output paper size]) which are set by said paper size setting means, 

wherein when said input paper size is set (Fig. 4 paper size column is set to LTR), said 
paper size setting means displays a paper size which is supported by said printer (Fig. 4, the 
paper sizes supported are displayed in the right column under paper tray) and a paper size 
which is not supported by said printer (Fig. 4, paper sizes in the left column [paper size] that 
are not in the right column [paper tray] are paper sizes not supported by the printer in current 
configuration and they are displayed to the user) so that they can be discriminated (a user can 
thus discriminate whether a size they desire in the left column is printed by the copier with the 
current settings). 

ReRarding claim 2 , which depends from claim 1, Gunning further teaches that paper size 
setting means sets the input paper size and the output paper size in response to an 
instruction which is inputted through a graphical user interface for performing a print 
setting (the paper size setting means as discussed in the rejection to claim 1 receives user paper 
setting commands from the interactive menu [Fig. 4] used in the user interface 28; col. 2 line 18). 

Regarding claim 6 , the structural elements of apparatus claim 1 perform all of the method 
steps of method claim 6. Therefore, method claim 6 is rejected for the same reasons as stated 
above in the rejection of apparatus claim 1 . 
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Regarding claim 7 , which depends from claim 6, the structural elements of apparatus 
claim 2 perform all of the method steps of method claim 7. Therefore, method claim 7 is 
rejected for the same reasons as stated above in the rejection of apparatus claim 2. 

Regarding claim 16 , which depends from claim 1 1, the method steps of method claim 6 
are the same steps as performed by program claim 16. Further, Gunning teaches a processor 16 
to execute program steps and a computer readable medium 30 to store program steps. Therefore, 
program claim 16 is rejected for the same reasons as stated above in the rejection of method 
claim 6. 

Regarding claim 16 , which depends from claim 12, the method steps of method claim 7 
are the same steps as performed by program claim 16. Further, Gunning teaches a processor 16 
to execute program steps and a computer readable medium 30 to store program steps. Therefore, 
program claim 16 is rejected for the same reasons as stated above in the rejection of method 
claim 7. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 5, 10, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Gunning as applied to claims 1, 6, and 15 above, and further in view of Webb et al. (US 

5727135) hereafter as Webb. 
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Regarding claim 5 , which depends from claim 1, Gunning does not specifically that paper 
size setting means adds a mark showing that the paper size is not supported to a position near a 
paper name of the input paper size corresponding to the paper size which is not supported by said 
printer and displays them. 

Webb teaches adding and displaying a mark showing that an unavailable printing 
resource is unavailable, displaying the mark near to the name of the resource (Fig. 8, wherein 
mark 306 shows that the printer 304 is unavailable). 

It would have been obvious to one of ordinary skill in the art that this type of user 
notification could be used to also let the user know that other printer resources are unavailable or 
unsupported, such as the paper size of Gunning. The motivation for doing so would have been to 
clearly notify the user that certain resources are unavailable. 

Regarding claim 10 , which depends from claim 6, the structural elements of apparatus 
claim 5 perform all of the method steps of method claim 10. Therefore, method claim 10 is 
rejected for the same reasons as stated above in the rejection of apparatus claim 5. 

Regarding claim 16 , which depends from claim 15, the method steps of method claim 10 
are the same steps as performed by program claim 16. Further, Gunning teaches a processor 16 
to execute program steps and a computer readable medium 30 to store program steps. Therefore, 
program claim 16 is rejected for the same reasons as stated above in the rejection of method 
claim 10. 
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6. Claims 3, 4, 8, 9, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gunning as applied to claims 1, 6, and 1 1 above, and further in view of Morikawa (US 
6741269). 

Regarding claim 3 , which depends from claim 1 , while Gunning teaches the reducing 
and/or enlarging of documents to fit paper sizes that the user selects (see Fig. 4, reduce/enlarge 
tab) and the user can thus see what paper sizes are not available with the current settings and 
reduce/enlarge accordingly, Gunning does not specifically teach automatically setting a zooming 
print in the case where the input paper size which is set by said paper size setting means is the 
paper size which is not supported by said printer. 

Morikawa teaches automatically setting an enlarge/reduce print in the case where the 
input paper size is different from the output size (col 6 lines 3-7). 

It would have been obvious to one of ordinary skill in the art that when a paper size is 
unsupported and the document must be reduced/enlarged to be printed that an automatic scaling 
could be performed as is shown in Morikawa. The motivation for doing so would have been to 
take the burden off the user, who can be imprecise and allow the processor to handle the 
enlarging/reducing calculations for a more accurate scaling than if the user completed the task 
alone. 

Regarding claim 4 , which depends from claim 3, Morikawa further teaches the printing 
method can be changed by manual operation (Fig. 3 shows the user being able to select scaling 
ranges [see 93% and 100%]; col. 6 lines 9-10, wherein the operator touches keys to initiate 
scaling of the page size). 
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Regarding claim 8 , which depends from claim 6, the structural elements of apparatus 
claim 3 perform all of the method steps of method claim 8. Therefore, method claim 8 is 
rejected for the same reasons as stated above in the rejection of apparatus claim 3. 

Regarding claim 9 , which depends from claim 8, the structural elements of apparatus 
claim 4 perform all of the method steps of method claim 9. Therefore, method claim 9 is 
rejected for the same reasons as stated above in the rejection of apparatus claim 4. 

Regarding claim 16 , which depends from claim 13, the method steps of method claim 8 
are the same steps as performed by program claim 16. Further, Gunning teaches a processor 16 
to execute program steps and a computer readable medium 30 to store program steps. Therefore, 
program claim 16 is rejected for the same reasons as stated above in the rejection of method 
claim 8. 

Regarding claim 16 , which depends from claim 14, the method steps of method claim 9 
are the same steps as performed by program claim 16. Further, Gunning teaches a processor 16 
to execute program steps and a computer readable medium 30 to store program steps. Therefore, 
program claim 16 is rejected for the same reasons as stated above in the rejection of method 
claim 9. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lucas Divine whose telephone number is 571-272-7432. The 
examiner can normally be reached on Monday - Friday, 7:30am - 5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on 571-272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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